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DETAILED ACTION 
Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 

Claims 1, 3 and 6-8 are rejected under 35 U.S.C. 102(a) as being unpatentable 
over Wiedeman et al, US patent no. 6,233,463 B1 , hereafter referred to as Wiedeman. 

Regarding claim 1 , Wiedeman discloses a system configured for supporting 
wireless communication between a code division multiple access (CDMA) and both a 
GSM core infrastructure (elements 32, 36, figures 5-8B) and an IS-41 core infrastructure 
(elements 30, 34, figures 5-8B), comprising: 

a plurality of base stations 5 (BSs) and base station controllers 54 (BSC); figs. 7- 
8). In the system disclosed by Wiedeman the gateway 10 is connected to ground data 
network (GDN) by links 20, 28 and PSTN/ISDN by link 3 (figures 5-8). Nevertheless, 
Wiedeman discloses that the system can operate with protocols and air interface 
standards, such as analog (e.g., AMPS), time division multiple access (TDMA), code 
division multiple access (CDMA), and combinations of these access types; col. 4, lines 
18-24; col. 5, lines 64-67; col.12, lines 48-56. Therefore, the system disclosed by 
Wiedeman is clearly a CDMA RAN; 

a first circuit communicating with the CDMA wireless signal, the first circuit 
communicating with the IS-41 core infrastructure (34, 44) using IS-41 protocol; and 
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a second circuit communicating with the CDMA wireless signal, the second 
circuit communicating with the GSM core infrastructure (36, 48) using GSM protocol 
(col. 12, line 45- col. 13, line 60). 

Regarding claims 3 and 8, Wiedeman does not explicitly disclose that the 
message is a location message. However, Wiedeman teaches that the system can 
detect a roaming user (col. 5, lines 1-59). It indicates that the system receives location 
message from the roaming user. 

Regarding claim 6, Wiedeman discloses that the system configured for 
supporting wireless communication between a code division multiple access (CDMA) 
and both a GSM core infrastructure and an IS-41 core infrastructure; therefore, it 
inherently comprises a state machine selectively configurable to communicate with the 
IS-41 core infrastructure using IS-41 protocol (34, 44) or with the GSM core 
infrastructure using GSM protocol (36, 48), based on at least one identifier received 
from at least one MS. 

Regarding claim 7, the system disclosed by Wiedeman inherently selects the first 
or the second circuit base on at least one message (user ID and/or location, and/or 
protocol...) from a mobile station, because the system cannot service for the mobile 
station without receiving at least one message from the mobile station to detect roaming 
or protocol type of the mobile station (col. 5, lines 1-59.) 

Claims 18, 20-21, 24 and 26-27 are rejected under 35 U.S.C. 102(a) as being 
unpatentable over Ahn et al, US patent No. 6,681 ,111, hereafter referred to as Ahn. 
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Regarding claims 18, 21 and 24, Ahn discloses a method and system called 
"Roaming service system for GSM service subscriber in CDMA service area, and 
method for registering locations and transmitting and receiving signals and short 
messages using the system." Ahn discloses a roaming service system in a CDMA 
service area for a GSM service subscriber comprises: a CDMA_system comprising a 
CDMA home location register (HLR) storing information on subscribers' locations and 
services, a CDMA mobile switching center (MSC) connected to the CDMA HLR and 
accessing calls, and a CDMA terminal wirelessly connected to the CDMA and capable 
of having a subscriber identity module (SIM) card removably installed therein; a GSM 
system comprising a GSM HLR storing information on the subscribers' locations and 
services, a GSM MSC connected to the GSM HLR and accessing calls, an 
authentication center (AuC) connected to a GSM network and authenticating terminals, 
and a GSM terminal wirelessly connected to the GSM MSC; and an international 
gateway system (IRGS) connected between the CDMA system and the GSM system 
and converting signals to execute signal communications between the systems, and 
when a subscriber of a service provided by the GSM system moves to an area in which 
the subscriber can use the service provided by the CDMA system and installs the 
subscriber's SIM card in the CDMA terminal, transmissions of predetermined data 
necessary for a GSM authentication by the CDMA system being executed using a 
CDMA message so that tasks of initial location registration of the GSM service 
subscriber, a location registration when the location is modified, sending and receiving 
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calls with other subscribers, and a short message service (SMS) are enabled; see fig. 1 , 
abstract, col. 1, line 60 - col. 2, line 20, col. 5, line 17 - col. 6, line 54. 

Regarding claims 20 and 26-27, Ahn discloses that the system use IMSI to 
identify user; col. 4, lines 65-67; col. 5, lines 20-27. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 4-5, 9-10 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Wiedeman in view of Bright et al, US Patent Application Publication No. 2002/009481 1 
A1 , hereafter referred to as Wiedeman and Bright respectively. 

Regarding claims 4 and 9, Wiedeman does not disclose that the location 
message includes an international mobile subscriber identifier (IMSI). However, Bright 
discloses a method and system for interworking and interoperability between GSM and 
another wireless system (figure 3). Bright discloses that the MS (356) performs a GPRS 
location update using its IMSI (col. 6, paragraph [0051]). It would have been obvious to 
one of ordinary skill in the art at the time the invention was made to adapt IMSI 
disclosed by Bright into the Wiedeman's system in order to improve service for 
customers because the serviced area for the customers is expanded. 

Regarding claims 5 and 10, Wiedeman does not disclose that the system uses 
the IMSI to determine in which core infrastructure the MS has a subscription. However, 
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Bright discloses that the system uses the IMSI to determine in which core infrastructure 
the MS has a subscription (figure 5; paragraph [0053]). It would have been obvious to 
one of ordinary skill in the art at the time the invention was made to adapt IMSI 
disclosed by Bright into the Wiedeman's system in order to improve service for 
customers as mentioned in claim 4. 

Claims 22 is rejected under 35 U.S.C. 103(a) as being unpatentable over Ahn et 
al, US patent No. 6,681 ,1 1 1 in view of Wiedeman et al, US patent no. 6,233,463 B1 , 
hereafter referred to as Ahn and Wiedeman respectively. 

Regarding claim 22, Ahn disclose the system use GSM protocol when user has a 
subscription in the GSM core infrastructure. Ahn does not explicitly disclose the system 
uses IS-41 protocol in the CDMA infrastructure. However, Wiedeman discloses that the 
method comprises the step of: using GSM protocol when the MS has a subscription in 
the GSM core infrastructure, and otherwise using IS-41 protocol when the MS has a 
subscription in the CDMA core infrastructure (fig. 6A-8B; col. 12, line 45 - col. 14, line 
26, col. 17, lines 12-53). It would have been obvious to one of ordinary skill in the art at 
the time the invention was made to apply Wiedeman's method into the system disclosed 
by Ahn in order to adapt with conventional CDMA system used in the Network. 

Response to Arguments 

Applicant's arguments filed 8/18/2004 with respect to claims 18 and 24 have 
been considered but are moot in view of the new ground(s) of rejection. 

Applicant's arguments filed 8/18/2004 with respect to claims 1 and 6 have been 
fully considered but they are not persuasive. 



Application/Control Number: 10/077,095 Page 7 

Art Unit: 2667 

Regarding claim 1 , page 2 of the remarks, Applicants argues in the office action 
dated 05/18/2004, the Examiner does not specify the disclosure in the reference 
Wiedeman that meets the language of "a first circuit and "a second circuit" which are 
elements of the independent claim 1 . Examiner respectfully disagrees. The first circuit 
and the second circuit are clearly mentioned on page 3 of the office action dated 
05/18/2004. 

Regarding claim 6, page 2 of the remarks, Applicants argues that the Examiner 
does not specify the disclosure in the reference Wiedeman that meets the language of 
"(a) state machine" as required by independent claim 6. Examiner respectfully 
disagrees. Since Wiedeman discloses that the system configured for supporting 
wireless communication between a code division multiple access (CDMA) and both a 
GSM core infrastructure and an IS-41 core infrastructure; therefore, it inherently 
comprises a state machine to detect and communicate with the IS-41 core infrastructure 
using IS-41 protocol (34, 44) or with the GSM core infrastructure using GSM protocol 
(36, 48). 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Thai D Hoang whose telephone number is (571 ) 272- 
3184. The examiner can normally be reached on Monday-Friday 10:00am-1 8:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Chi Pham can be reached on (571) 272-3179. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

Thai Hoang 




